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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Trademark Registration No. 3,993,081
Mark: COLLEGE HUNKS MOVING
Registration date: July 12, 2011
Strong College Student Moving, Inc.
Petitioner,
V. CancellatioiNo. 92058063

Friedman and Soliman Enterprises, LLC

Respondent.

STATUS OF CIVIL ACTION AND RESPONDENT’'S REQUEST
JUDGMENT BE ENTERED IN ITS BEHALF

Pursuant to the Board’s November 14, 2Qtder, Respondent Friedman and Soliman
Enterprises, LLC hereby notifies the Board tia civil action which occasioned the suspension
of this proceeding has concluded. Becauseithkaction granted summary judgment in favor
of Respondent on the identical and only issugyatlan the Cancellatioproceeding and thus is
dispositive of the issue before the Board, jReslent requests the 8al enter judgment in
Respondent’s favor and dismiss the Cancellaion with prejudice. See Trademark Manual

of Board Proceedings § 510.02(b).

Specifically, the Cancellation allegationfadud, alleged by Petitioner, was decided by
an Order granting summary judgment in favor o§pandent in the Unite8tates District Court
for the District of Arizona. See attached Qrdepp. 20-23. Petitionerdinot file a Notice of

Appeal to the Order and the Order is alfaetermination on the merits of the case.



Respondent request the Board enter judgmmeRespondent’s favor and dismiss the

Cancellation action with prejudice.

/Daniel Mutley
Fnnifer Fraser

Deniel P. Mullarkey
Novak Druce Connolly Bove + Quigg LLP

1875 Eye Street, NW, 11th Floor
Washington, DC 20006
Attorneydor Respondent

Date: July 6, 2015



CERTIFICATE OF SERVICE

| hereby certify that on this"6day of July, 2015 a true amdrrect copy of the foregoing
STATUS OF CIVIL ACTION AND RESPONDENT’'S REQUEST JUDGMENT BE
ENTERED IN ITS BEHALF was served via first class m&l Petitioner’'s counsel at the

following address, with aaurtesy copy sent via email.

Steven Rhinehart, Esq.

Western IP Law

136 E. South Temple, Suite 2400
Salt Lake City, UT 84111
steve@uspatentlaw.us

Daniel Mullarkey/
Daniel Mullarkey
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IN THE UNITED STAT ES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA

Strong College Students Moving No. CV-12-01156-PHX-DJH
Incorporated, et al.,
ORDER

Plaintiffs,
V.

College Hunks Haulig Junk Franchising
LLC, etal.,

Defendants.

This action arises out of a dispute ovke registration of the internet domai
name “collegehunksmoving.com” (the “dispditdomain name”) and the registration ¢
the COLLEGE HUNKS MOVING tradmark. Plaintiff ShaufRobinson registered the

disputed domain name on September 10092 On November 16, 2010, defendant

Friedman and Soliman Enterpes, LLC ("FSE") registered with that mark with th

United States Patent and Trademark Offie¢SPTO"), Registration No. 3, 993,081 ("the

'081 Mark").

Plaintiffs Robinson and Strong Colle§¢éudents Moving, Inc("SCSM") brought
this action to, among othdhings, challenge a decisioendered by the Nationa
Arbitration Forum ("NAF") inan administrative proceeding prescribed by the Unifo
Domain Name Dispute Resolution Policy ("BB"). The NAF ordered the transfer ¢
the disputed domain name from plaintiff itioson to defendant G€J Franchising LLC
d/b/a College Hunks Hauling Junk ("CCHJ"). their first cause of action, Plaintiffs arg
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seeking judicial review of the NAF dems, including a declaten that plaintiff
Robinson registered the disputed domain namgood faith. In their second cause ¢
action pursuant to 15 U.S.€8 1119 and 1064 of the Lanhahkut, Plaintiffs are seeking
cancellation of the ‘081 marklleging that Defendants fraulgntly procured it from the
USPTO.

Pending before the Court is Defendantstion for summary judgment (Doc. 60
Plaintiffs’' response (Doc. 64nd Defendants reply. (Doc. 65Upon reassignment, this
Court sua sponteordered the filing of supplemental memorandum on the issug
personal jurisdiction over the defendants and tiaat been done (Docg4, 76, and 82).
The Court now rules as follows.

I. Preliminary Matters

Before delving into the merits of Defemda’ summary judgment motion, there af

a few preliminary issues whighe Court must address.

A. Scope of Second Amended Complaint ("SAC")

Through amendment and by the partiestament, the scope of the SAC has be
narrowed somewhat. In terms of the paitithe defendants noare CCJH, FSE, and
"Doe Defendants 1-13."SAC (Doc. 75) at 1. The SAC specifically alleges that “Doe
— 10 are persons or entitiescluding but not limited to undtéosed principals or alter
egos of or entities related @HHJ, whose identities havet been ascertained.Td(at 2,
1 4). The SAC further alleges that as tosth Doe defendants, "Plaintiff [sic] will amen
as the facts warrant."ld)) To date, Plaintiffs have heought amendment to identify an
of these Doe defendants. Nor does the receildct that discovery has taken place
identify any of these defendan Therefore, the Cousua spontedismisses Doe
defendants 1 — 10 asrpas to this action.See Cuevas v. Check Resolution Seryig
2013 WL 2190172, at *13, i1 (E.D.Cal. May 20, 2013)nternal quotation marks ang

citations omitted) ("The court has thetlrity to dismiss the Doe defendargsa

! The original complaint also named as defendants Omar Soliman,

Friedman and their Jane Doe spouses, buFB&. Defendant ESwas not added as &
defendant until the filing of the SAC.
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sponte”)

Just as the parties have narrowed, so, have the causes of action. The SA
asserts three separate causes of action. tiflalmve agreed to withdraw with prejudic
the third, alleging intentional interferenaath business/economic relations. Defendan
Separate Statement of Facts in Suppo8whmary Judgment ("DSOF") (Doc. 61) at 5,
34; Plaintiffs' Controverting Statement ofd&a ("PCSOF") (Doc. 65at 4, 1 34; Mot.
(Doc. 61), exh. F (Doc. 61-2) at 3:7-19.

B. Plaintiffs' Statements of Fact

Defendants are seeking to strike roughlyhird of the paragraphs in PCSOF d
several grounds. First, Defendants accurgpeiynt out that the?COSF violates LRCiv
7.2(m)(2) because the objectiongriin are not "stated summarikgthout argument[,]”
as that Rule requiresSeeLRCiv 7.2(m)(2) (emphasis addedTherefore, to the exten|
that the PCSOF contains légagument, as Defendants regqyethe Court is striking
paragraphs 15, 2%d 32 of the PCSOF for vidiag LRCiv 7.2(m)(2).

Next, Defendants argue that "all ofethcontroverting statements™ in PCOS
"should be stricken" for failurto cite to the reaal. Reply (Doc. 69at 3:15-16 (citation
omitted). Defendants add that the recordhizgdible evidence contradicts some of t
impermissible legal arguments tine PCSOF. Paragraph itbthe PCSOF, lacking both
a record citeand misstating the record, illustrates well the shortcomings in both
PCSOF. There, in disputirige DSOF, it asserts that "Plafhbelieved his obligation to
register the Disputed Domain was implieg his duties in the 'Term Sheet.™ PCSC
(Doc. 65) at 3, 1 15. In direct contravention of Fed.R.Civ.P. 56fg) LR Civ. 56.1(b§,

Plaintiff did not support that as$®n by citing to the recordFailure to cite to the record

2 Fed. R. Civ. P. 56(c) él) provideghat "[a]" party asserting that a fad
cannot be or is genum_elly disputed musprt the assertion b% .. . (A) citing t¢
particular parts of materials in the record. ; or (B) showing that the materials cited @
not establish the absence or presence of amgerispute, or that an adverse |£Jarty canf
produce admissible evidencedopport the fact." Fed.R.Civ.P. 56(c)(1)(A)-(B)

3 That Rule requires, among otherintgs, "a reference to the specifi
ﬁdRrgl'SSé%% portion of the recosdipporting the party's position if the fact is disputed]|
iv 56.1.
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IS never excusable.See Fed.R.Civ.P. 56(¢3) (emphasis added) ("The court nee

consideronly the cited materials[.]"). But thisifare is particularly glaring where the
record is not particularly voluminous.

Paragraph 15 also includes the whollyupported assertion that "[tlhe term she

. shows Defendants did direct Plaintiff tegister the Disputed Domain [name.]

PCSOF (Doc. 15) at 3, 1 15. Even more bfmg than the failure to provide a recor

cite, is this misstatement tfe record. Nowhere in the Term Sheet did Defendants ¢

direct Plaintiff to register the disputed domaiame. Strongly advocating for one's clie

is entirely appropriate; misstagjrthe record is not. Thus, tbe extent the PCSOF fail$

to cite to the record, or misstates the record, the Cositiking and will not consider
such statements. In particular, as Deferslamuest, the Court is striking paragraphs
11, 13, 14, 21, 22, 26, 28nd 29 of the PCSOF.
II. Background

Defendant FSE owns threademarks which are pertinetot this litigation. On
December 5, 2006, tendant FSE obtained from the BBO its trademark registratior
for “College Hunks Hauling Junk[.]” DSOF (Doc. 61) at 1, fsée alsdPCSOF (Doc.
65) at 2, 1 1. On February 70, 2007, dent FSE obtained itsademark registration
for “College Hunks Haulingunk," a "design mark[.]" I4. at 2, § 2);1d. at 2, § 2). On
November 16, 2010, FSE fileits application with the USTO to register "College
Hunks Moving[,]" and on Julyt2, 2011, FSE obtagd its trademark registration for tha
mark. (d. at 2, 1 3 and 7)Id. at 2, 1Y 3 and 7)). Bendant FSE is a Maryland
corporation, organized on March 25, 2005. @mean Decl'n (Doc. 30-1) at 4, 14. "FS
licenses the use of the COLLEGHUNKS Marks" justidentified, to "Defendant CHHJ,
which is a subsidig of FSE." (d. at 4, 1 15). Defendan€HHJ is a Delaware
corporation, organized on October 20, 20@6th its principal place of business if
Tampa, Florida. I¢l. at 4,  17).

Plaintiff Robinson is SCSM's Presidemtd Chief Executive Officer. DSOF (Dod.

61) at 2,  10; PCSOF (Doc. 6&0)2, 1 10. Plaintiffs proge “moving, hauling, storage
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junk removal, moving bxes and supplies, moving labor and deliveriedd. (@t 2, 1 8
(citations omitted); I(l. at 2, § 8). Plaintiffs providenbse services in Florida, Georgig
North Carolina, Alabama, New York, and several other states. DSOF, exh. F (D¢
61-2) at 10"

Since 2009 or 2010, plaintiff SCSM addfendant CHHJ have been competitars

in the same Florida market latst for hauling services. DSQO&xh. F (Doc. 61-1) at 26.
In 2009, plaintiff Robinsorand defendants CCHJ entenado preliminary discussions
regarding CCHJ's possible acquisition of SCS8eSAC (Doc. 75) at 5, T 10; Answe
(Doc. 48) at 3, T 10. As part of these dsgions, CCHJ createdwo-and-one-half page

document (the "Term Sheet")SeeSAC, exh. B (Doc. 75-1) at 5-7. PHASE | of tje

Term Sheet, with a time line danuary 1, 2010 to Jud®, 2010, described the “Loc

MERGER of College Hunks Hauling Junk ichise and Strong Students Moving (So¢
to be College Hunk®loving Truck)[.]* (d. at5). The Term et contemplated “CHHJ
Tampa acquir[ing])/purchas[ing] Tampa basgtlong College Students for a fictiong

dollar amount . . . [tlhe acquisition will der the sole purpose of rolling out a ne

moving product as a division tiie “College Hunk” Brand” . . . the name of this brand|i

yet to be determined but sHdwe put to a panel disssion — “College Hunks Moving”
or “College Hunks Moving Truck.” 14.)
The Term Sheet anticipatdloiat "[t]he local CHHJ Frashise will transfer owners

to a newly created LL[J" with the following ownershignterests: Mr. Soliman was tg

be a "34% owner," while Mr. Friedman apthintiff Robinson were each to be "33%

owner[s][.]* SAC, exh. B (Dac75-1) at 5. Plaintiff Rolis was to "be granted creativ
control of College Hunks Movingranchising LLC iraddition to his role as the directo

of operations of the local Tampa Franchisdd. &t 6). Further, according to the Tery

_ * For uniformity and ease of referenedi, citations to page numbers of docketg
items are to the page assigned by the ®aase management and electronic case fil
(CM/ECF) system.
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Sheet, "[a]ll new moving service guidelinagperational manuals, software upgradg
training of new franchises and caknter employee wlere] to be derived under the dir
supervision of the new D of O [directof operations, plaintiff Robinson]."Id.) The
Term Sheet includes a list of "Franchising Costs[,]" such as "Website: 2-4k].]at (7).
As is evident from the face of the Term Sheet, it was never executed.

The SAC alleges that on November 2009, Mr. Friedman e-mailed this Tern
Sheet to plaintiff RobinsonSAC (Doc. 75) at 5, § lll, { 10Defendants admit that Mr.
Soliman is copied on this e-mail, but besa this e-mail does not include the purport
attachment — the Term Sheet Defendants answer th#tey are without sufficient
knowledge as to whether the Term Sheet wasa#lg attached to this e-mail. Answe
(Doc. 48) at 4, § lll, 1 10. Thecord is silent as to whatcurred after the Term Shes
was emailed.

In the meantime, prior tthat e-mail, on September 12009, plaintiff Robinson
registered the disputed domain naméhwGoDaddy, a domain name registrar
Scottsdale, Arizona. DSODoc. 61) at 3, | 11 (citain omitted). After that, as
mentioned at the outset, on November 18, @efendant FSE aligd to the USPTO to
register “College Hunks Moving." DSOF (Ddg&l) at 2, { 3; PCSO(Doc., 65) at 2,
3. "Defendants submitted an image from [their] website as the specimen of ldsat’
2, T 4) (citation omitted);ld. at 2, § 4). That "specimeof use of use included ar
electronic screenshot of Defendants' webag#ef November 162010, showing moving
services offered in connection with ttrademark "'College Hunks Moving."1d( at 2, |
5 (citation omitted); 1. at 2, 1 5). On July 12011, defendant FSE obtained it
trademark registration for that marKd.(at 2, § 7);1d. at 2, 7 7).

After learning that plaintiff Robinsohad registered the sputed domain name
defendant CHHJ invoked the UDRP by filiagcomplaint before the NAF on April 2
2012. DSOF (Doc. 61) at 4, 1 30 (citetti omitted); PCSOF (Do®5) at 4, T 30.

Essentially, CHHJ claimed that plaintiff Rolson's registration of the disputed domajin

name was done in bad faith, and that thame was "identical tCCHJ's] 'College
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Hunks Moving' Mark[.]* SACgexh. F (Doc. 75-1) at 30 (ernasis omitted). In its NAF
complaint, CHHJ consented to jurisdiction oé ttourts in the location of the registrar 1
when the complainwas submitted to the NAF.Id( at 35). Because plaintiff Robinsol
registered the disputed domain name w#bDaddy, located irScottsdale, Arizona,
based upon that provision, CCHJ consentedhto jurisdiction of this Arizona court,
among others. Defendant FSE was npady to the UDRP proceeding.

On May 17, 2012, the NAfound plaintiff Robinson's "domain name is identic
to COLLEGE HUNKS MOVING trademark ants also ‘confusingly similar to the
COLELGE HUNKS HAULING JUNKtrademarks." DSOF (Doé1) at 5, § 32 (internal
guotation marks and citation omitted). TNAF further found that plaintiff Robinson
“registered the disputed domain name inl lbaith . . . since he had actual notice
Defendant's trademark rights."ld( at 5, § 33) (internatjuotation marks and citatiorn
omitted); PCSOF (Doc. 65) at 4, 1 33. TWAF ordered plaintiffRobinson to transfer
the domain name to defendant CHHIH. &t 5, § 31);16. at 4, ] 31F.

On May 30, 2012, Plaintiff§led this action wherein tavcauses of action and tw(
Defendants remain. Defendants are seekimgnmary judgment as to both causes
action, claiming that the undisputed faastablish its entittement to such relie
Characterizing both causes of action "@goundless[,]" and claiming that it way
"unreasonable” for Plaintiffs to pursue thebDefendants assert that that this case
“exceptional” within themeaning of 15 U.S.C. § 1117(a) of the Lanham Act. Mot. (D
60) at 13:17-18. Thus, antiepng that they will prevaibn their motion, Defendants ar¢
requesting attorney feesmder that statute.

Plaintiffs oppose summary judgment arguingthe first instance that there is

genuine issue of material fact as to whetlegistration of the dputed domain name wa

> This summary of the UDRP procergdiis for background purposes only
See Elliot v. Google Inc.45 F.Supp.3d 1156, 1160 n.3 (%).AI’IZ.. 2014) ﬂuotl
Fed.R.Evid. 401 advisory committee not€s972)) (“facts concerning the UDRF
proceeding" relevant as "jé]\edce which is essentially backgnd in nature . . [and] .

. universally offered and adtted as an aid to understding.”). The Court will not,
however, be giving any deference to these ULIRMNgs as discussed more fully hereir
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done in bad faith. Plaintiffs also argue tharéhis a genuine issue of material fact as

Defendants' "actual first use" of tH@81 mark, which precludes granting summayry

judgment in their favor on the second causaation, seeking cancellation of that mark.
lll. Personal Jurisdiction

Before addressing the merits, the Qowill consider the issue of persong
jurisdiction. This issue neetwbt detain the Court long &s defendant CCHJ. CCHJ doe
not dispute the existence of specificpersonamnjurisdiction basedipon paragraph 4(k)
of the UDRP and the mutual jurisdictionopision of the NAF cmplaint. SAC (Doc.
75) at 2, 81 1 5; Ans. (Dod8) at 2, 1 5. That mutuglrisdiction provision expressly

states that:

[CHHJ] will submit, with respect to any challenges to
a decision in the administraé proceeding canceling or
transferring the Domain Naméo the jurisdiction of the
courts in the location of & Registrar at the time the
complaint is submiti to the [NAF].

SAC. Exh. F (Doc. 75-1) at 3% VIII. Here, the registras GoDaddy, where plaintiff
Robinson registered the gigted domain name. GoDaddy located in Scottsdale
Arizona. Therefore, this Court has perabjurisdiction over CCHJ based upon th
mutual jurisdiction provision, as well as upon the UDFRReSAC, exh. E (Doc. 75-1) at
21.

Unfortunately, the parties' supplementadmorandum were not responsive to t
more difficult issue of whether this Couras personal jurisdictn over defendant FSE
which was not a named partytttee UDRP proceeding. Defdants, instead, offered tha
they would not object ta transfer of venue tihne Middle District of Florida. The main
reason for urging a transfertisat Tampa, Florida, which is the Middle District, was
the address given by PlaintiffoRinson, the registrant of the disputed domain name,
the Whois database when thAF complaint was filed. SeeDefs." Supp. Br., exh. 2
(Doc. 76-2) at 3. And, iaccordance with the Rules foniform Domain Name Dispute
Resolution Policy, which gove the UDRP proceeding, ithaction could have beer

brought in the Middle Districof Florida, as well as herehere the registrar, GoDaddy
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is located.Seed., exh. 1 (Doc. 76-1) at 8.

Plaintiffs' supplemental memorandum vssilarly unhelpful in that it failed to

differentiate between the two defendant$his was particularly troubling given the

SAC's allegations that this Court has spediirisdiction over deendant FSE because
among other things, there is a principalfagerelationship between defendants FSE 4
CCHJ based upon the UDRP proceedirgeeSAC (Doc. 75) at 3, § 6(e). The SA(
further alleges specific personal jurisdictiover FSE based upon th#er-ego doctrine.
(Id. at 3, 1 6(d)).

These allegations raise some ratheanuoed issues because, for one thin
typically, alter ego and agency are wayseefablishing general, not specific, person
jurisdiction. Also, in alleging an "alter egtfieory, the SAC expressly states, "as th
phrase is applied in Arizona." SAC (Doc. #)3, § 6(d)). Clearly Arizona law woulg
apply to determine altesgo liability if this action wakased upon diversity jurisdiction
but it was not pled that waySee Monje v. Spin Master In2013 WL 890625, at *4
(D.Ariz. May 30, 2013) (citing cases) ("Sincestis a diversity case, state law determin
whether a parent company should be tedaas the alter-ego of a subsidiary f
jurisdictional purposes.”) Subject matter gagliction in this case is based upon seve

federal statutes, but not updaiversity of citizenship. Thefore, it is less clear thaf

Arizona law would apply unddhese circumstancesSeeBates v. Bankers Life and Cas.

Co., 993 F.Supp. 2d318, 1337 n. 6 (D.OR014) ("[flor federal juisdictional purposes, .

nd

\J

g,
al

at

. look[ing] primarily to federal alteego and agency law to determine whether

imputation of [one defendant'sontacts to [another] cadilbe appropriateunder Ninth
Circuit case law). All of these issuespdamore, went unanswealein the parties'
supplemental jurisdictional memorandum -- noftrtention the sparse factual record as
the myriad of factors which courts considin making an alter ego or ageng
determination.

Given the procedural posturd this case, and thengled personal jurisdiction

issues as to defendant FSEe ourt deems it appropriate, for purposes of this motion

-9-

y

, to




© 00 N O O b~ W DN B

N NN N NN NNDNRRR R R R R B B
0w ~N O OO0 W NP O © 00N O 0 W N B O

Case 2:12-cv-01156-DJH Document 83 Filed 05/15/15 Page 10 of 25

assume the existence of persopaisdiction over defendant FSESee Koninklijke
Philips N.V. v. Ec-Tech Int'l Cq.2015 WL 1289984at *2 (N.D.Cal March 20, 2015)
(quoting Lee v. City of Beaumant2 F.3d 933, 937 (BCir. 1993)overruled on other
grounds by Calif. Dep't of Watd&Resources v. Powerex Corp33 F.3d 1087 {9 Cir.
2008). ("In this circuit, . . . the Court magssume the existence of personal jurisdictig
and adjudicate the merits in favor of thefendant without making definitive ruling on
jurisdiction.™); see also Dubray Land Servicesg.Inv. Schroder Ventures U.2007 WL
207807, at *3 - *4 (D.Mnt. 2007) (same). "lhee the Ninth Circit found that the
district court could assume personal jurisidic in order to reacthe question of whether
to dismiss the federal claimssasted against the defendanKbninklijke Philips 2015
WL 1289984, at *2 (citing.ee 12 F.3d at 937-38). Amore thoroughly discusseq
herein, Defendants are entitled to summadgjuent. Thus, the Court assumes withg
definitively deciding that it has persdnarisdiction over defendant FSEee id.
V.  Summary Judgment

A. Legal Standards

Pursuant to Fed.R.Civ.P. 56(c), a pad entitled to summary judgment “if the

pleadings, depositions, answers to interrogaso and admissions on file, together wi

the affidavits, if any, show that there is nowgme issue as to any material fact and th

the moving party is entitled to agdgment as a matter of law3ee also Celotex Corp. v,

ut

14

h

at

Catrett 477 U.S. 317, 322-23 (1986). Materialggd genuineness are distinct concepts.

As will be seen, Defendants' motion, or, lm@ccurately, Plaintiffs’ opposition theretc
does present an issue as to materialityis thus worth noting #it "[s]ubstantive law
identif[lies] which fac$ are material."Anderson v. Liberty Lobby, In&77 U.S. 242, 248
(1986). "Only disputes over facts that migtifect the outcome of the suit under th
governing law will properly precludiae entry of summary judgmentld.

It is beyond dispute that “[tlhemoving party bears & initial burden to
demonstrate the absence of any geaussue of material fact.Horphag Research Ltd.
v. Garcig 475 F.3d 1029, 1035 {oCir. 2007) (citation omit@). “Once the moving
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party meets its initial burden, . , the burden shifts to tm®nmoving party to set forth,
by affidavit or as otherwise provided in RUé, specific facts showing that there is
genuine issue for trial."1d. (internal quotation marks andations omitted). "[T]here is
no issue for trial unless there is suffici@idence favoring the nonmoving party for
jury to return a verndt for that party. Anderson 477 U.S. at 249 {@tion omitted). "If
the evidence is merelgolorable, . . . , or is not significantly probative, . . . summzg
judgment may be grantedlt. at 249-250 (citations omitted)/Vhen assessing the recor|
to determine whether there is a genuine igeudrial the court must “view the evidencs
in the light most favorable tthe nonmoving party, drawingjl reasonable inferences ir
his favor.” Horphag Research475 F.3d at 103%citation omitted). However, at the
summary judgment stage, the Cogrinot to weigh the evidencdJnited States ex rel.
Ali v. Daniel, MannJohnson, & MendenhalB55 F.3d 1140, 1150*?93ir. 2004).
B. Declaratory Judgment— First Cause of Action
1. Subject Matter Jurisdiction

As one of the alleged jurisdictional bas¢éhe SAC mention®8 U.S.C. 88 2201-
2202[,]" that is, the DeclaratprJudgment Act, and Plaintiffstle their first cause of
action "Declaratory Judgmdnit SAC (Doc. 75) at 4,9 I(8) and atl0. "[T]he
Declaratory Judgment Act does not by itse@hfer federal subjeatiatter jurisdiction[,]"
however. Nationwide Mutual Insurate Company v. Liberatoyel0O8 F.3d 1158, 1161
(9™ Cir. 2005). Therefore, Plaintiffs areetuired to plead an independent basis {
federal jurisdiction."See id.

Plaintiffs generally allege, although nat their first cause of action, tha
"Defendants had nbona fidebasis for commencing the UDRP proceeding, and as S
committed reverse domain name hijackionder the Anti-cybersquatting Consum
Protection Act (ACPA)." SAC (Doc. 75) 0, ¥ 1lI(29). Plaintiffs are seeking
"statutory damages . . . for Defendant's][siolation of the ACPA reverse domain nam
hijacking provisions[,]" as well as a declaoa that the disputedomain name is the
property of plaintiff Robinson. Iq. at 13, T IV(4)(b); 1 IV(1)). Furthermore, Plaintiff

-11 -

a

a

Ay

D

or

[

uch

e

v 2)




© 00 N O O b~ W DN B

N NN N NN NNDNRRR R R R R B B
0w ~N O OO0 W NP O © 00N O 0 W N B O

Case 2:12-cv-01156-DJH Document 83 Filed 05/15/15 Page 12 of 25

are seeking to enjoibefendants from "[flurther wrongfidttempts to prevent the use (
the [d]isputed [¢bmain” name. Ifl. at 13, { IV(3)(b)).

The so-called "reverse domain name hijagkprovision” of tle ACPA is found in
15 U.S.C. § 1114(2)(D)(V). See AIRFX.com v. AirFX L2011 WL 5007919, at *2
(D.Ariz. Oct. 20, 2011). Tik statute provides that:

A domain name registranwhose domain name has
been suspended, disabled, or transferred under a policy
described under clause (ii)(lipay, upon notice to the mark
owner, file a civil action to edblish that the registration or
use of the domain_name by such registrant i1s_not unlawful
under this chapter. The court yngrant injunctie relief to the
domain name registrant, inclugj the reactivation of the
domain name or transfer die domain name to the domain
name registrant.

15 U.S.C. § 1142(D)(v). This statute "alloaus aggrieved domain namegistrant to file

—n

a civil action to establish that his use tbe domain name does not violate the Act

[ACPA]." AIRFX.com 2011 WL 5007919, at2 (citations omitted)see alsdSallen v.
Corinthians Licenciamentos LTDA273 F.3d 14, 27 {1 Cir. 2001) ("Under §
114(2)(D)(v), Congress has provided [domain naragistrants . . .with an affirmative
cause of action to recover domain nanust in UDRP proceedings.")

The SAC does not explity invoke 15 U.S.C. § 114(2)(D)(v). The SAC does
explicitly refer though, notonce, but twice, to the ACPA's reverse domain na

hijacking provision, which is found in seati 1114(2)(D)(v). The existence of subje

®  As the Fourth Cirdti succinctll_y dput it _in Barcelona.com, Inc. v.
Excelentisimo Ayuntaemto De Barcelone830 F.3d 617, 625 n. 1 (4ir. 2003):

If a domain-name registrant cylsquats in violation of the
ACPA, he “hijacks” the domain name from a trademark
owner who ordinarily would bexeected to have the right to
use the domain name involving his trademark. But when a
trademark owner overreaches emercising rights under the
ACPA, he “reverse hijacks'the domain name from the
domain-name registrant. Thu§, 1114(2)(D)(v), enacted to
protect domain-name registrants against overreaching
trademark owners, may be refefr® as the “reverse domain
name hijacking” provision.
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matter jurisdiction thus is appatefrom the face of the SACSeeDel Monte Int'l GmbH
v. Del Monte Corp. 995 F.Supp.2d 1107, 1116 (Cdal. 2014) (citations omitted)
("[w]hile plaintiff style[d] his . . . claim for relief as arising under the Declaratg
Judgment Act, functionally it [was] inslinguishable from a claim under . . .
1114(2)(D)(v)[,] and thusaurt had jurisdiction under ¢hLanham Actwhich includes
"actions involving the ACPAJ]");see also Mann v. AFN Investments, L2007 WL
2177030, at *1 (S.D.Cal. July 27, 2007) {elaunder 15 U.S.C. § 1114(2)(D)(v) "arise
under federal law for purpose of federal digsjurisdiction under 28 U.S.C. § 1331][]")
Alternatively, it is possible to find, as did the courtGalista Enterprises Ltd. v. Tenz:
Trading Ltd, 2014 WL 3695487 (D.OrJuly 24, 2014), that lwause Plaintiffs and
Defendants are "each claim[ing] exclusive rigiotshe same domain name][] . . . there is
live controversy that is apprapte for resolution” under the Declaratory Judgment A
Id. at *8- *9 (citing, inter alia, Sallen 273 F.3d at 25 (finding live controversy wher

both parties were still "clming exclusive rights to the same domain name").

Having satisfied itself that it has subjetiatter over Plaintiff's first cause of

action, there is one additional issue before tgno the merits. In arguing that Plaintiff
are not entitled to declaratory relief, Defenidaare relying upon a number of factor
including that "[tjhe UDRP . . . found Plaiffi in violation of the Uniform Domain Name

Resolution Policy for bad faith regration of the domain name SeeMot. (Doc. 60) at

12:18-20 (citing DSOF (Doc. 61) at 5, 1 33{reciting three UDRP findings). Without

citing to any authority, Plaintiffs counter thiat decision "is entitled to no deference |
this Court[.]" Resp. (Doc. 64) at 12.
In their reply, Defendants clarify th&ahey are not relying on th[e] [NAF] decisior]

! Consistent with the Court's readin§ the SAC, as #ir answer evinces,
Defendants read the SAC as giteg a ACPA claim as wellSeeAnswer (Doc. 48) at 9,
12 Xassertmgl_"afﬂrmatlve defense” to Rtdfs' reverse domain name hijacking und
the ACPA). The Couy therefore, can overlook thitechnical plead|n96 defect."See
Nationwide Mutual Insurance Company v. Liberatot@8 F.3d 1158, 1162 n. 2°(Zir.
2005) ("agreeing with the distti court that the existence fifderal question jurisdiction
was readily discernable from the face of tlenplaint, and therefore amendment was 1
necessary to cure [Plaintiff'sdchnical pleading defect[]").
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as binding" here. Reply (Doc. 69) at 14:. Nor are Defendas relying upon the
"precedential effect afhat decision.” Ifl. at 10:12). Defendants are properly retreati
from what certainly did appear to be theiliaece, albeit slight, upon the NAF decisior
See Super-Krete Intern., Inc. v. Sadléil2 F.Supp.2d 10231033 (C.D.Cal. 2010)
(giving no deference to findings of Worldtellectual Property Organization panel i
action by trademark owner aigst a competitor with coa$ingly similar registered
domain name) (citingarcelona.com, In¢.330 F.3d at 624-2@hoting that a WIPO

Panel decision regarding the [(“UDRP”)] was mottitled to defererecin a federal court

proceeding; stating “[b]ecause the admnaisve process prescribed by the UDRP |i

‘adjudication lite’ as a result of its strelned nature and its loose rules regardir
applicable law, the UDRP itself contemgstjudicial intervetion, which can occur
before, during, or after the UDRP's disputsotation process is imked. . . . Moreover,
any decision made bwy panel under the UDRP is nmore than anagreed-upon
administration that is not giveany deference under the ACPA.Eurotech, Inc. v.
Cosmos European Travels Aktiengesells¢h2iB F.Supp.2d 612, 617 n. 10 (E.D.V
2002) (in considering motis for summary judgmentthe court evaluated UDRH
decision and findings but noted that the dieti was not admissible on the merits of tf
liability issues)). Accordinglyin resolving this summary glgment this Court will give
no deference to the UDRRIscision and findings.
2. ACPA
The SAC expressly alleges that Defendants ‘hadbaopa fide basis for

commencing the UDRP proadiag, and as such committereverse domain name

hijacking under the [ACPA]."SAC (Doc. 75) at 10, § 29. Bend this broad allegation,
Plaintiffs provide no law or evidence to fapt this particular thory of liability under

the ACPA. Therefore, as earlistated, the Court, as didettbefendants, interprets thg
SAC's allegations as a whole as alleginglam for reverse dona name hijacking

pursuant to 15 U.S.C. 8142(D)(v) of the ACPA.

To prevail on a claim under that sta&utrequires a plaintiff to prove four
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elements: (1) plaintiff is a domain namagistrant; (2) plaintiffs domain name wa

'suspended, disabled, oramsferred under a policy implemented by a registrar

as

described in 15 U.8. § 1114(2)(D)(i)(I)# (3) the trademark owner prompting th[e

domain name to be transferred ‘has not€ethe action;' and (4) plaintiff's use o
registration of the domain name is not unlawfulRIRFX.com 2011 WL 5007919, at *2
(citing Ricks[v. BMEzine.com, LLIC727 F.Supp.2d [936,] 959 [(D.Nev. 2010jubting
Barcelona.com, In¢.330 F.3d at 626) (footnote added). Section 1142(D)(v), in t
“requires a court to determine whethepaty is in compliace with § 1125(d)[.]" Del
Monte 995 F.Supp.2d at 1122 (citations omittedt). other words, "to prove that [their]
conduct was not unlawful” under section 1142(D)(v), Plaintiffs "regaove either (1)
[they] did not register, traffic, or use a dam name that is identical or confusing|
similar to a distinctive marlkgr (2) [they] did not have a Wafaith intent to profit from
that mark." See Domain VAuLLC v. Bush 2015 WL 1598099, &tl0 (D.Colo. April 8,
2015) (emphasis addedge alsal5 U.S.C. § 1125(d)(1)(A)(i)-(ii).

In their first cause of action, Plaintiffs are seekinger alia, a declaration

"affirming th[eir] good-faith rgistration" of the disputedomain name. SAC (Doc. 75

8 "UDRP is one such policy that haseberecognized to ge rise to a 8
|1:13104|12([%)2(\é%)cla|m." Mann, 2007 WL 2177030, at *2 (citingarcelona.com, In¢.330
.30 at

9 The statute itself provides for a showingtthregistration . . of the domain name

by such registrant is not unlawful under tlilsapter" 15 U.S.C.8 1114(2)(D)(v)
(emphasis added). "The First and Second @& dwave defined “this chapter,” as used
15 U.S.C. § 1114(2)(D)(v), tmean just the ACPASallerj,] 273 F.3d [at] 18 [|Storey v.
Cello Holdings, LLC 347 F.3d 370, 382nd Cir. 2003), while the Fourth Circuit ha
defined that phrase to me#re entire Lanham AcBarcelona.com, In§], 330 F.3d [at]
626 []." NextEngine Ventures, LLC v. Lastar, In2014 WL 6944877at *5 (C.D.Cal.
Dec. 8, 2014). "The Ninth Circuihas not addressed this issue yetld. As in
NextEngine Ventureshough, this "distinction is notlevant if [Plaintiffs] [are] unable
to establish that [they] did not violate tA&€PA, which is included within the Lanhan
Act." See id.
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at 10, ¥ 29(a). In other words, in the largpriaf the relevant statutes, Plaintiffs a

seeking a declaration that the registratioin the disputed domain name was "n

unlawful[,]" seel5 U.S.C. § 1114(2)(D)(v), which enopasses a finding that Plaintiff$

"did not have a bad faith intent to profftom any of Defendants' three trademarisee
15 U.S.C. 8 1125(d)(1)(A)(i).

In seeking summary judgment as to Rifisi first cause of action, Defendant
make the singular argument that plaintRiobinson's “bad faith registration of th
[disputed] domain name . . . precludes a deattay relief finding [of] 'good faith' in his
favor." Mot. (Doc. 60) at 10:18-20 (citan omitted). 15 U.S.C. § 1125(d)(1)(B)(i
enumerates a list of "nine non-exclusive fagttr be considered in determining wheth
the domain registrant acted in 'bad faithCalista Enterprises43 F.Supp.2d at 1132
Five of those factors, according to thef&wlants, "highlight" Riintiffs’ "bad faith
registration” of the disputed domain name. Mot. (Doc. 60) at 11AB4ent any contrary

evidence, Defendants tacitly argtieat Plaintiffs cannot edtésh that thei conduct was

not unlawful under the ACPAHence, Defendants are entitleo summary judgment as

to Plaintiffs' first cause of action.

Plaintiffs did not address the statutory lfaith factors at all. Instead, exclusivel
relying upon the Term Sheet, Plaintiffs cordethat there is a genuine issue of mater
fact as to whether plaintifRobinson "registered the disputed domain [name] in |
faith[.]" Resp. (Doc. 64) at (emphasis omitted). Defendants counter that Plainti
reliance upon the Term Sheet isiSplaced” for several reasonSee Reply (Doc. 8:9)
(emphasis omitted).

Based upon the following five statutofgctors, Defendants argue that Plaintifi

registered the disputed domain name in bad faith:

(I) the trademark or other intetlual property rights of the
person, if any, in the domain name;

(I) the extent to which the domamame consists of the legal
name of the person or a name that is otherwise commonly
used to identify that person;

(1) the person's prior use, #&ny, of the domain name in
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connection with the bona fideffering of any goods or
services;

(IV) the person's bona fide nomamercial or fair use of the
mark in a site accessibleder the domain name; . . . .

(VII) the person's registration or acquisition of multiple
domain names which the pers knows are identical or
confusingly similar to marks of others that are distinctive at
the time of registration of such domain names, or dilutive of
famous marks of others that are famous at the time of

registration of such domain m&s, without regard to the
goods or services of the parties|.]"

15 U.S.C. 88 1125(d)(1)(B)(1) — (VI); and (VIII). In examimng these factors, the Cour
IS cognizant that the most important grounds for finding bad faith are the unic
circumstances of the case.t'ahoti v. Vericheck, Inc.586 F.3d 1190, 1202 '{oCir.
2009) (quotingnterstellar Starship Sesy, Ltd. v. Epix, In¢.304 F.3d 936, 946 {oCir.
2002)). These unique circurastes "affect the examinatidgand weight) of the nine
permissive [statutory] factors."Rearden LLC v. Rearden Commerce, ,IrG83 F.3d
1190, 1220 (8 Cir. 2012) (citation®mitted). In ascertainindpe existence of bad faith,
court may also take into account "asther relevant considerations[.JSeeid. (citations
omitted).

As to the first statutory factor, Pldifis have not shown that they have arn
trademark or other intellectual property rightsatsoever in the disputed domain nam
Indeed, defendant FSE is the owner of andstegged all three marks. This factor tht
weighs in favor of a findingf bad faith. Defendants maintain that the second statu
factor shows bad faith as well. "This factrecognizes that with the growing use {
personal Web sites, a person dddoe permitted to registeheir legal name or widely
recognized nickname as the domaame of their Web site.”SunEarth, Inc. v. Sun
Earth Solar Power Co., Ltd.2013 WL 4528539, at *23N.D.Cal. Aug. 23, 2013)
(quoting4 McCarthy on Trademarkand Unfair Competitiorg 25:78),amended in part
on other grounds2013 WL 6157208 (N.D.Cal. No2, 2013). Plaintiff Robinson
admits that neither he nor Plaintiff SCSM known by the name 'College Hunks.
DSOF (Doc. 61) at 3, § 12iation omitted); PCSODoc. 65) at 2, 12. Consequently,

this factor, too, augurs in favof a finding of bad faith.
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With respect to the third and fourth fadpthere is nothing ithe record showing
that Plaintiffs engaged in gfior use . . . of the [disputed] domain name in connect
with the bona fide offering ofany goods or services[.]" See 15 U.S.C. §
1125(d)(2)(B)(i)(IlII) (emphasis dded). And, Plaintiffs have made no showing of
"bona fide noncommercial or fair use fithe] mark[] in a site accessible under th
[disputed] domain name." 8el5 U.S.C. § 1125(d)(2)(B)(i)(IV). Indeed, Plaintif

Robinson admitted that he sraever used the disputddmain name & promote any

services [he] provide[s] under any busineditt]" DSOF, exh. F (Doc. 61-2) at 21:21+}

24); see alsdSOF (Doc. 61) at 3,  16; PCSOF (Doc. 65) at 3, 1 16. Similarly, Plai
Robinson has "not advertised trademark of College HunKgoving to the public.”
DSOF, exh. F (Doc. 61-2) at 31:9-10. rfaermore, neither Plaintiffs Robinson ng
SCSM "is known by the name 'College HunKSJnr have Plaintiffs conducted busineg
under that name. DSOF (Doc. 61) at 319913 (citations omitted PCSOF (Doc. 65) at
2, 11 12 -13. These undisputed facs®alontribute to a finding of bad faitisee Lahoti
586 F.3d at 1202 (finding that Plaintiff "wasotived by a bad faitintent to profit from
his use of the Disputed Mark" where he=Ver used the DomaiName in connection
with a bona fide offering ojoods and services|]")

Defendants identify several other factarsich they argue demonstrate bad fai
under 15 U.S.C. 8§ 1125(d)(B)(i)(VIIl). This particular statute pertains to thg
registration of "multiple domainamesl[,]" however, which isot the situation hereSee
§ 1125(d)(1)(B)(i)(VIIl). The other factors Bendants identify thusre not relevant
under this particular subseatiobut they are "other releniconsiderations” which this
Court may take into account in its bad faith analySieeRearden LLC683 F.3d at 1220
(citations omitted). One such factor isaiatiff Robinson's concession that “[s]inc
registering the domain name “collegehsmioving.com” . . . in September 2009, th
website has remained parked[.]" DSOF (Dat) at 4, § 28 (citing exh. F (Doc. 61-2) ¢
23:24 — 24:4). The website itself indicateattht is parked and it lists other moving
companies. §eeDSOF, exh. F (Doc. 61-2) at 44.)

Another relevant consideration is thahen plaintiff Robinson registered th
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disputed domain name, he "knew that Gg#leHunks Hauling Junk was a registere

trademark[.]" DSOF (Doc. §lat 3, T 14 (citation omittedPCSOF (Doc. 65) at 2-3

114. Plaintiff Robinson alstadmitted that he did not €ate the brand name College

Hunks Moving on his own."Iq. at 3, § 18 (citation omittedll. at 3, { 18). In addition,

"[o]ccasionally Plaintiff Robingn shortens College Hunkdauling Junk' to 'College

Hunks.” (d. at 3, § 19;ld. at 3, T 19). And, plairffi Robinson "has heard othef

individuals refer to 'College Hunks Hiang Junk' as 'College Hunks."ld( at 3, § 20]d.
at 3, 1 20).

Even in the face of this disputed evidence, Plaintifissist that registration of
the disputed domain name wedene in "good faith, or aeast the intent behind the
registration is a materially disputed issueResp. (Doc. 64) at 8. The crux of thi
argument is that plaintiff Robinson's regisitva of the disputed doain name was part of
"his responsibilities in the newifd venture[,]" which is the dject of the Term Sheet
(See id.at 8). Given the partie&ilure to come to an agreemt as to the Term Sheet
and because it never resulted in an exatuagreement, Defidants contend that
Plaintiff's reliance thereon fsnisplaced[.]" ReplyDoc. 69) at 8:9 (@phasis omitted).

There is no need for the Court to delvmithe Term Sheet'©ntents, as Plaintiffs
attempted to do, for the singpreason that plaintiff Robinson registered the dispu
domain name on September 17, 2009 — two hwhefore Mr. Friedman's November 1
2009 e-mail of the Term $lt to plaintiff Robinson.SeeDSOF (Doc. 61) at 3, T 11
(citations omitted); PCSOF (Doc. 65) at 2,  PESOF (Doc. 65) at 5, 1 2. Given th

timing of these two events, coupled with thetfinat the Term Sheet was never executs

Plaintiff Robinson cannot rely upon the Te8heet to create a genuine issue of matefi

fact as to whether his registration of thepdited domain hame wasbad/good faith.
FurtherunderminingPlaintiffs' attempt to create a gdana issue of material fact
where none exists is plaintiff Robinsonwn deposition testimonyPlaintiff Robinson
was directly asked whether he “believe[dé throposal and term sheet authorized [hit
to register the" disputed d@min name. DSOF, exh. F (Dog1-2) at 14:4-5. Plaintiff

Robinson candidly responded, “No, | don't’ bekethe term sheet gave authorization.
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(Id. at 14:7-8). During his deposition, plafhRobinson also acknowledged that no o
at College Hunks Hauling Junkcluding Messrs. Soliman driSullivan (sic)" told him
"to register the [disputed] domain namel[.]ld.(at 15:21-24). Plaintiff Robinson's owi
statements, compounded with the timing ofreigistration of the disputed domain nam

and the date of transmission of the Term Sh#etoundly refute Plaintiffs' assertion tha

the disputed domain name was registeregbiod faith. Thus, even viewing the eviden¢

in the light most favorable to Plaintiffspé drawing all reasonabiaferences in their
favor, the Court finds that as a matter oivlaPlaintiffs' registron of the disputed
domain name was unlawful because it was doriead faith. The Court therefore granf

summary judgment in Defendis' favor as to the first cause of action.

C. Cancellation of Mark '081 — Second Cause of Action
1. Subject Matter Jurisdiction

Plaintiffs' second cause aiction seeks cancellation of the disputed mark (‘0
under the Lanham Act. Plaintiffs are segkeancellation pursuant to 15 U.S.C. 88 10
and 1119 because allegedlyfB®rdants fraudulentlyprocured that mark. Indisputably
the Court has subject matter jurisdiction oves ttause of action purant to 28 U.S.C. §
1331, providing that districtoarts have original jurisdiain of all actionsarising under
the laws of the United Stateg.he Court likewise has subject matter jurisdiction in th
28 U.S.C. 8§ 1338, confers original jurisdacti of all actions arisig "under any Act of
Congress relating to trademarksSee Del Monte995 F.Supp.2d at 1116 (citing 1

e

e
1

e

at

Ul

U.S.C. § 1121; 28 U.S.C. 8§ 1338ederal courts have jurisdiction to adjudicate actigns

arising under the Lanham Act.").

2. Fraud in the Procurement

Plaintiffs are seeking cancellation die '081 mark because allegedly, whe

Defendants filed their trademark application that mark, theyintentionally submitted
a forged/falsified specimen the USPTOI[.]" SAC (Doc. 75t 11, § 33. Purportedly
that specimen is false in that it "bears a @dt2010 on its face[,]" although the applicaf

swore under "penalty of perjury thatwas a specimen example from 2007d.)(
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Defendants are moving for summary jotnt on this cause of action, arguin
inter alia, that they "properly filed a specimenwse demonstrating the ['081] mark's u
in commerce at the time of filing the app@lion.”" Mot. (Doc. 60) at 5:26-27. In
opposition, and unlike the SA Plaintiffs maintain that Defendants committed fra
upon the USPTO because the application fer'@81 mark stated "that the date of firg
use in commerce was January 2007[,] . . .h&athan its actual first use in 2010[.]
Resp. (Doc. 64) at 9; 3. Additionally, Ri&ffs baldly assert that "[tlhe date o

Defendants' actual first use of the ['081] mark is a [disputed] genuine issue of ma

terl;

fact[,]" precluding summary judgment.ld( at 10). Defendants reply that because tIZe
tl

date of first use is immaterial to a claim of fraud in the procurement, they are enti
summary judgment as to Plaintiffs' secatalise of action seeking cancellation of tf
'081 mark.

"A party who believes he has been hadnby a trademark's registration may se
the cancellation of that trademk's registration on certasgpecified grounds, including
that the trademark was obtained by thengossion of fraud orthe [(USPTO)]." Hokto
Kinoko Co. v. Concord Farms, Inc738 F.3d 1085, 1097 9Cir. 2013) (citations
omitted). "When a trademark's registratiogasicelled, its owner is no longer entitled {
the rights that flow from federal registratiancluding the presumption that the mark
valid." Id. "To succeed on a claim for cancélam based on fraud, [a party] mus
adduce evidence of: Yla false representation regarding a material fact; (2)
registrant’s knowledge or belief that the preseoais false; (3) the registrant’s intent t
induce reliance upon the misrepresentati¢f) actual, reasonable reliance on tl

misrepresentation; and (5) damagesxpnately caused by the reliancdd. (citing Robi

v. Five Platters, Inc.918 F.2d 1439, 1444'(gCir. 1990)). "A false representation in the

original trademark application . . . mdye grounds for cancellation if all five

requirements are metld. (citation omitted).

The party seeking cancellation of taademark registration for fraudulent

procurement has "a heavy burden[Hbkto Kinokg 738 F.3d at 1097 (citation omitted).
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"To establish that a mark was registereddidently, a party must prove two things, bof
by clear and convincing evidence: Firste gharty must identify a deliberate attempt |
the registrant to mislead the PTO, identifyistatements or representations that prg
more than mere emar inadvertence."Halo Management, LLC v. Interland, In808

F.Supp.2d 1019, 1031 (citir@rient Express Trading Co. #ederated Dep't Stores, Inc.
842 F.2d 650, 653 (2Cir. 1988)). "Second, the panyust show that misstatement

were made ‘with respect to a material faohe that would have affected the PTQ'

action on the applications."ld. "Neither of these analysdsave 'room for speculation
inference or surmise," and theurt must resolve any doubganst the charging party."”
Id. (quoting Smith Int'l Inc. v. Olin Corp.1981 WL 48127, 20J.S.P.Q. 1033, 1044
(Trademark Tr. & App. Bd.1981) (other citations omit¥. Plaintiffs have not
shouldered their heavy burdenapposing summary judgment.

The second factor — a misstatement madld respect to anaterial fact — is

central to Defendants’ summary judgmenttioro on the Lanham Act cause of action.

Therefore, the Court will begin, and, as it &iout, end its analysis with this factor.

“[T]o prove fraud that would result in éhcancellation of [thé081] mark, there

h

Py
ve

—

would have to be enaterial misrepresentation in the [application] on the basis of which

the mark was registeredPony Express Courier Corp. of Am. v. Pony Express Deliv
Serv, 872 F.2d 317, 319 {9Cir. 1989) (emphasis addedpespite Plaintiffs' insistence
there was no material mismgsentation in the applicatidor the '081 mark, and henc
no resultant fraud. That is because "[fl@dleourts[,]" including the Ninth Circuit, "and
the TTAB [Trademark Trial and Appeal Bal] consistently have held that tbate of

first useis immaterialto a registration application sonig as the actual date of initial us
predated the applicationPaleteria La Michoacana, Inc. v. Productos Lacteos Tocun
S.A. De C.\.2014 WL 4759945, at *31 (D.D.GSept. 25, 2014) (emphasis adde
(citing, e.g, Pony Expresq, 872 F.2d [at] 319) (other citations omittedee alsoAngel

Flight of Georgia, Inc. v. Angel Flight America, In622 F.3d 12, 1209 (f1Cir. 2008)

(internal quotation marks and citations omitt€@®) misstatement of the date of first us
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in the application is not fatal to the securmiga valid registratin as long as there ha
been valid use of the mark prito the filing date.") Courthave similarly held that "if
the mark was in use in commerce as of thadildate, then the claimed date of first us
even if false, does not constiéufraud because the first useedés not material to the
[USPTOQO's] decision to approemark for publication."Drew Estate Holding Co., LLC
v. Fantasia Distribution, In¢.2012 WL 864659, at *6-*{S.D.Fla. March 13, 2012)
(quotingHiraga v. Arena90 U.S.P.Q. 2d 1102, 1107TAB 2009) (citatons omitted).
Here, defendant FSE filed its applicatito register the '081 mark on Novemb
16, 2010. DSOF (Doc. 61) at®,3; PCSOF (Doc. 65) at 2, ste alsdSOF, exh. C
(Doc. 61-1) at 8. That application states ttia¢ mark was first used at least as early
1/01/2007, and first used in commerce attlessearly as 01/01/2007, and is now in u
in such commerce.” DSOF, exh. C (Doc. 61al)8. To establish that the mark wa

U)

€,

as
Se

S

"now in use in commerce," defendant F&Eached one specimen from CHHJ's website,

also dated November 18010, "showing the mark as used in commerchkl” gt 11).
Under the “College Hunks Moving” logo istaief company descrigin, along with a list
of reasons for choosing itld() Based upon the foregoing, even assuranggiendothat
the January 1, 2007, date of first useinaccurate, that canhdorm the basis for
Plaintiffs' fraud in the procurement claim. i3hs all the more so given that Plaintiff
have not come forth with any evidence, miles$s clear and convincing, that Defendar
knew or believed that their plcation for the '081 mark vgafalse. Thus, the Cour
grants summary judgment in Defendants' fagorPlaintiffs’ second cause of action 3
well.

D. Attorneys' Fees Request

Defendants request an award of attornéess pursuant to 15 U.S.C. § 1117(¢

which authorizes "[tlhe court in exceptional eagto] award reasonable attorney fees

the prevailing party’® "The Act 'nowhere defines whatakes a case ‘exceptional.”|

10 "[A]s a general matter, a prevailiggrty in a case involving Lanham Ac
and non-Lanham_Act claims caecover attorneys’ fees gnfor work related to the
Lanham Act claims." Gracie v. Gracie 217 F.3d 1060, 1069 {9Cir. 2000).
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Brighton Collectibles, Incv. Marc Chantal USA, Inc.2009 WL 2513984, at *2
(S.D.Cal. Aug. 17, 2009) (quotirtgtephen W. Boney, Inc. v. Boney Svcs., 'Y F.3d

821, 825 (¥ Cir. 1997)). The Ninth Circuit Isafound, however, that "[wlhen a

defendant moves for attorney fees under thehban Act, a case is exceptional '‘where a

plaintiff's case is groundless, unreasorabkxatious, or purgd in bad faith.” Id. at
(quotingHalicki Films, LLC v.Sanderson Sales & Mkigp47 F.3d 1213, 1231t?%ir.
2008) (other citation omitted)).

Relying strictly upon its summary ggment motion, and without any further

elucidation, Defendants contend that becdhseSAC's first and send causes of action
were "at least groundless and it was unreasonable to pursuelama$|,] . . . this case
falls squarely in the exception category[.]" M(Doc. 60) at 13:18-19. Plaintiffs did ng
respond to this request in any way. Initheply, Defendants make the blanket asserti
that "it is clear there is no set of facts upamch Plaintiffs couldorevail." Reply (Doc.

69) at 2:14-15. Defendants further claim thBtaintiffs lacked agood faith basis in
filing and maintain this action[,]" bwitgain, they did not elaboratdd.(at 2:15-16).

The Ninth Circuit recognizes that 'lfig line distinguishing exceptional cases fro
non-exceptional cases is far from clealt is especially fuzzy where thdefendant
prevails due to plaintiff's failure of proof.Secalt S.A. v. Wuxi Shenxi Constr. Mach, C
668 F.3d 677, 687 {BCir. 2012) (emphasis in origialNonetheless, “[the Ninth
Circuit construes the ‘exceptional circstances' requirement 'narrowly.”Brighton
Collectibles, Inc. 2009 WL 2513984, at *4 (quotinGlassic Media, Inc. v. Mewborn
532 F.3d 978, 990 {bCir. 2008)). "A determination thattrademark case is exception
is a question of law for the district court[.JVatec Co., Ltd. v. Li®}03 F.3d 645, 656 {9
Cir. 2005).

Under the totality of the circumstances thourt finds that this case does not "fall

on the [Jexceptional side of the dividing lineSee Secalt S.A668 F.3d at 688. Thus, in

Presumably, this is why Defeadts limit their request for attoeys' fees to Plaintiffs'
Lanham Act claim.
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the exercise of its discretion, the Courbds that an award oéttorneys' fees to
Defendants under the Lanhaut is not warrantedSee Lindy Pen Co., Inc. v. Bic Per
Corp, 982 F.2d 1400, 1409 {oCir. 1993),superseded by stae on other grounds
Trademark Amendments Act of 1999, PuiNa. 106—-43, 113 Sta218 ("An award [of

attorney fees] is witin the discretion of the trial couand will not bedisturbed absent
abuse of that discretion."jAlternatively, even if thiscase were exceptional, the Cou
would exercise its discretion weny attorney fees[.]"See Brighton Collectible2009

WL 2513984, at *4 (citindRolex Watch U.S.A., Inc. v. Michel Cp.179 F.3d [704,] . . .
711 [(9" Cir. 1999)] (“awards areever automatic and maye limited by equitable
considerations.”)Polo Fashiong Inc. v. Dick Bruhn, In¢, 793 F.2d [1132] . . . 1134
[(9™ Cir. 1986)] (poiting out that under the Lanham tAcourts “may” award fees in
exceptional cases; the Act does not requiremih Consequently, the Court denig
Defendants' request for attornefee's under 15 U.S.C. § 1117(a).

Accordingly,

IT IS THEREFORE ORDERED granting DefendantsSummary Judgment
Motion (Doc. 60) and dismissing PlaintiffSecond Amended Complaint (Doc. 75) wit
prejudice; and

IT IS FURTHER ORDERED directing the Clerk of the Court to kindly
terminate this action.

Dated this 15th day of May, 2015.

/HOnorabIé Dia meteV\fa/
United States strlc
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA

Strong College Students Moving No. CV-12-01156-PHX-DJH
Incorporated, et al.,
JUDGMENT

Plaintiffs,
V.

College Hunks Haulig Junk Franchising
LLC, et al.,

Defendants.

This action came for consideration befdhre Court. The issues have bes
considered and a de®si has been rendered.

Pursuant to Rule 54(a), Fed.R.Civ.P., the Coustinga granted Defendants’
Motion for Summary Judgment mwant to Rule 56, Fed.R.CR. (Doc. 83), this Court
directs the entry of a final judgmein favor of the Defendants.

IT IS ORDERED AND ADJUDGED that pursuant to & Court’'s order filed
May 15, 2015, judgment is wmed in favor of Defendamtand against Plaintiffs.
Plaintiffs to take nothing, and the Secofwhended Complaint (Doc. 75) and action a

dismissed with prejudice.

Dated this 28th day of May, 2015.

A
/Hdnorablé D|ag¢ J. I—{I,ﬂmeteV\ia/
United States District Jge
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